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DETAILED ACTION 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 11 
F.3d 1046, 29 USPQ2d2010 (Fed. Cir. 1993); In re Long!, 759 F.2d 887, 225 
USPQ645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d438, 164 USPQ 619 (CCPA 1970);and; In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



1. Claims 1-16, and 18-20 are provisionally rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over claims 1-8, 
10-16, and 18-20 of Published Application No. 2003/0088693, hereinafter referred to as 
Cheung et al. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because 

Regarding claim 1 . Cheung et al. discloses a method comprising receiving an 
email message at a first server, executing software on said first server to autonomously 
determine characteristic information of a user having submitted information included in 
said email message; executing software on said first server to autonomously select 
(determine) an appropriate one of a plurality of (geographicaily) distributed email 
servers for receipt of said email message based at least in part on said determined 
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(appropriate one having a characteristic associated therewith that corresponds to the 
determined) characteristic information of said user, and executing software on said first 
server to autonomously route said email message to the selected (determined 
appropriate one of said plurality of geographically distributed) email servers (claim 
1) for handling of said email message (claim 19) by personnel assigned thereto (claim 
1 preamble). 

Regarding claim 2 . Cheung et al. discloses wherein said first server is a web 
server (claim 1). 

Regarding claim 3 . Cheung et al. discloses wherein said first server is an email 
server (claim 3), 

Regarding claim 4 , Cheung et al. discloses wherein said first server is a default 
email server to which email messages are sent from a web server (claim 4). 

Regarding claim 5 . Cheung et al. discloses said user submitting information to a 
web server, and said web server aeating an email message to communicate the 
submitted information to said first server (claim 5). 

Regarding claim 6 . Cheung et al. discloses wherein said characteristic 
information of said user includes identification of at least one language of said user 
(claim 6). 

Regarding claim 7 , Cheung et al. discloses wherein said characteristic 
associated with the selected (determined appropriate one of said plurality of 
geographically distributed) email servers includes identification of the geographical 
location of the selected email server (determined appropriate one) as a geographical 
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location in which the language common therein corresponds to the determined at least 
one language of said user (claim 10). 

Regarding claim 8 . Cheung et al. discloses wherein said characteristic 
associated with the selected (determined appropriate one of said plurality of 
geographically distributed) email servers includes the selected email server having 
(said) personnel assigned thereto that are (to the determined appropriate one) 
capable of communicating in a language common to said at leasf one language of said 
user (claim 11). 

Regarding claim 9 . Cheung et al. discloses wherein said characteristic 
information of said user includes identification of geographical location of said user 
(claim 7). 

Regarding claim 10 . Cheung et al. discloses wherein said characteristic 
associated with the selected (determined appropriate one of said plurality of 
geographically distributed) email servers includes identification of the geographical 
location of the selected (determined appropriate one) email server as a geographical 
location that con'esponds to the determined geographical location of said user (claim 
12). 

Regarding claim 11 . Cheung et al. discloses wherein said identification of 
geographical location of said user identifies a country (claim 8). 

Regarding claim 12 . Cheung et al. discloses the limitations of base claim 1 . 

Cheung et al. further teaches wherein said identification of a geographical 
location of said user identifies a country (claim 11). 
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It would have been obvious to one of ordinary skill in the art at the time the 
invention was made that the identification of a users country would be their residence. 

Regarding claim 13 , Cheung et al. discloses wherein said characteristic 
information of said user includes information available from a database (claim 13). 

Regarding claim 14 . Cheung et al. discloses wherein said characteristic 
information of said user includes information conveyed to a web server from said user 
(claim 14). 

Regarding claim 15 , Cheung et al. discloses a system comprising 
communicative coupling to a communication network over which email messages are 
received, memory storing computer executable software code, processor for executing 
said software code to autonomously determine characteristic information of a user 
having submitted information included in said (an appropriate one of a plurality of 
geographically distributed email server's for handling an) email message received 
via said communicative coupling (claim 15), and to autonomously route said email 
message to the determined appropriate one of said plurality of geographically 
distributed email servers (claim 1); wherein said processor executes said software code 
to autonomously determine characteristic information of a user having submitted 
information included in said email message (claim 15), said processor executes said 
software code to autonomously select (determine) an appropriate one of a plurality of 
geographically distributed email servers for receipt of said email message based at 
least in part on the (said appropriate one having a characteristic associated 
therewith that corresponds to the) determined characteristic information of said user, 
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and said processor executes said software code to autonomously route said email 
message to the selected (determined appropriate one of said plurality of 
geographically distributed) email servers (claim 15) for handling of said email 
message by personnel assigned thereto (claim 15 preamble). 

Regarding claim 16 , Cheung et al. discloses wherein said communication 
network is selected from the group consisting of: the Internet, an Intranet, an Extranet, a 
local area network (LAN), a wide area network (WAN), public switched telephone 
network (PSTN), wireless network, modem to modem connection, and any combination 
thereof (claim 16). 

Regarding claim 18 . Cheung et al. discloses wherein said characteristic 
information of said user includes information identifying at least one language in which 
said user can communicate, and wherein said characteristic associated with the 
selected (appropriate) email server includes information identifying that the selected 
(appropriate) email server is located in a geographic location in which at least one of 
said at least one language in which said user can communicate is common to said 
geographic location (claim 18). 

Regarding claim 19 , Cheung et al. discloses a system comprising plurality of 
(geographically) distributed email servers of an entity communicatively coupled to a 
communication network, web server communicatively accessible by at least one 
processor-based device, said web server executing software thereon to present an 
interface for said entity to a user accessing said web server via said at least one 
processor-based device, wherein said interface enables said user to interact therewith 



Application/Control Number: 1 0/001 ,651 Page 7 

Art Unit: 2663 

to convey information to said entity (web server), and at least one of (either) said web 
server and (or one of) said plurality of geographically distributed email servers 
executing software to autonomously route information conveyed to said entity (web 
server) from said user as an email message to a selected one of said plurality of 
(geographically) distributed email servers determined to be appropriate for handling of 
(such) email message (claim 19) by personnel assigned to the determined appropriate 
one (claim 1 or 15 preamble). 

Regarding claim 20 . Cheung et al. discloses wherein at least one of said 
(either) said web server and (or one of) said plurality of distributed email servers is 
operable to autonomously select said selected one of said plurality of distributed 
(determine the appropriate) email servers based at least in part on a (identified) 
characteristic associated with said selected (appropriate) email server corresponding 
to a characteristic identified for said user (claim 20). 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

2. Claim 17 is provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claim 15 of Published 
Application No. 2003/0088693, hereinafter referred to as Cheung et al. in view of 
Miyazawa et al. (US 2001/0003189), hereinafter referred to as Miyazawa. 

Regarding claim 17 . Cheung et al. discloses the limitations of base claim 15. 
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Cheung et al. fails to teach wherein said memory comprises one or more 
selected from the group consisting of disk drive, floppy disk, optical disk, Compact disc 
(CD), Digital Versatile Disc (DVD), and random access memory (RAM). 

Miyazawa discloses a medium recording a program for a computer to execute 
the data transmission method for a client server system which is comprised of a server 
and a plurality of clients connected to the sever via communication lines (page 2 
paragraph 0015), where the medium includes a floppy disk, a hard disk, a magneto- 
optical disk, CDrROM, a DVD, and a RAM memory (page 2 paragraph 0017). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify Cheung et al. to incorporate the medium taught by 
Miyazawa. The motivation being a graphical user interface with superb operability for 
exchanging messages. 

This is a provisional obviousness-type double patenting rejection. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner In which the invention was made. 

3. Claims 1-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Miloslavsky (US 6,732,156) in view of Tarbotton et al. (US 6.757,830), hereinafter 

referred to as Tarbotton. 
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Regarding claims 1, 15 and 19 . Miloslavsky discloses receiving an email 
message at a first server (Figure 3 step 152 and column 5 lines 34-35; e-mail server 
receives email); executing software on said first server to autonomously determine 
characteristic information of a user, having submitted information included in said email 
message (Figure 3 step 154 and column 5 lines 36-37; information is extracted 
from the e-mal); executing software on said first server to autonomously select an 
appropriate one of a plurality of distributed e-mail sewers for receipt of said email 
message based at least in part on said determined characteristic information of said 
user (Figure 3 step 158 and column 5 lines 42-44; using information to make 
routing decision), and executing software on said first server to autonomously route 
said email message to the selected email serve (Figure 3 step 160 and column 5 
lines 44-46, e-mail is routed to the selected person). 

Miloslavsky only show one recipient mail server (102 of Figure 1). That is 
because all the supported persons in Miloslavsky are located in one processing center 
(Figure 1 unit 100 column 5 lines 21-23). 

Tarbotton shows in Figure 1 that all e-mail recipients require a recipient mail 
server in order to receive e-mails from Internet or network. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made incorporate more e-mail servers as taught by Tarbotton. The 
motivation being so that all of the support persons will be able to receive e-mails. 

Regarding claim 2 .Miloslavskv discloses wherein said first server is a web 
server (Figure 1 unit 102 and 104; it is obvious to one having ordinary skill in the 
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art that the email server 102 could also be a web server because it is attached to 
data network 104, which can be the Internet). 

Regarding claim 3 . Miloslavsky discloses wherein said first server is an email 
server (Figure 1 unit 102; e-mail server). 

Regarding claim 4 , Miloslavsky discloses wherein said first server is a default 
email server to which email messages are sent from a web server (Figure 1 unit 106, 
104 and 102; computer 106, which can be a web server because it is attached to 
data network 104, which can be the Internet sends an email message to email 
server 102). 

Regarding claim 5 . Miloslavsky discloses said user submitting information to a 
web server (column 5 lines 23-25; support person logs onto a stat-server); and said 
web server creating an email message to communicate the submitted information to 
said first server (column 5 lines 27-28; router sends command to email server to 
route e-mail to selected terminal, which the support person responds to). 

Regarding claim 6 , Miloslavsky discloses wherein said characteristic information 
of said user includes identification of at least one language of said user (column 3 lines 
53-64; emails are routed to support persons depending on its various information 
such as language ability). 

Regarding claim 7 . Miloslavsky discloses wherein said characteristic associated 
with the determined appropriate one of said plurality of geographically distributed email 
servers includes identification of the geographical location of the determined appropriate 
one as a geographical location in which the language common therein corresponds to 
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the determined at least one language of said user (column 3 lines 53-64; emails are 
routed to support persons depending on its various information such as 
language ability). 

Regarding claim 8 . Miloslavsky discloses wherein said characteristic associated 
with the determined appropriate one of said plurality of geographically distributed email 
servers includes said personnel assigned to the determined appropriate one capable of 
communicating in a language common to said at least one language of said user 
(column 3 lines 53-64; emails are routed to support persons depending on its 
various information such as language ability). 

Regarding claim 13 . Miloslavsky discloses wherein said characteristic 
information of said user includes information available from a database. 

Regarding claim 14 . Miloslavsky discloses wherein said characteristic 
information of said user includes information conveyed to a web server from said user. 

Regarding claim 16 . Miloslavsky discloses wherein said communication network 
is selected from the group consisting of: the Internet, an Intranet, an Extranet, a local 
near area near network (LAN), a wide area network (WAN), public switched telephone 
network (PSTN), wireless network, modem to modem connection, and any combination 
thereof (Figure 1 unit 104 column 3 lines 4-6; data network could be a LAN, or 
WAN, or Internet, or Intranet). 

Regarding claim 20 . Miloslavsky discloses wherein either said web server or 
one of said plurality of distributed email servers is operable to autonomously determine 
the appropriate email server based at least in part on an identified characteristic 
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associated with said appropriate email server corresponding to a characteristic 
identified for said user (column 3 lines 53-64; emails are routed to support persons 
depending on its various information). 

4. Claims 9-12 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Miloslavsky (US 6,732,156) in view of Tarbotton et aL (US 6,757,830), hereinafter 
referred to as Tarbotton in view of Zoken (US 5,944,787). 

Regarding claim 9 . Miloslavsky as combined with Tarbotton disclose the 
limitations of base claim 1 . 

« 

Miloslavsky as combined with Tarbotton fail to teach wherein said characteristic 
information of said user includes identification of a geographical location of said user. 

Zoken discloses receiving a message comprising an email address (Figure 1 
unit 12 column 2 lines 51-54) and processing the message to detect the geographic 
locale of the sender (Figure 1 unit 17 column 3 lines 32-36). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify the combination of Miloslavsky and Tarbotton to 
incorporate the method taught by Zoken. The motivation being an automated 
mechanism for mapping a users email address to and from the users corresponding 
postal address. 

Regarding claim 10 . Miloslavsky as combined with Tarbotton disclose the 
limitations of base claim 1 . 
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Miloslavsky .as combined with Tarbotton fail to teach wherein said characteristic 
associated with the determined appropriate one of said plurality of geographically 
distributed email servers includes identification of the geographical location of the 
determined appropriate one as a geographical location that corresponds to the 
determined geographical location of said user. 

Zoken discloses receiving a message comprising an email address (Figure 1 
unit 12 column 2 lines 51-54) and processing the message to detect the geographic 
locale of the sender (Figure 1 unit 17 column 3 lines 32-36). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify the combination of Miloslavsky and Tarbotton to 
incorporate the method taught by Zoken, The motivation being an automated 
mechanism for mapping a users email address to and from the users corresponding 
postal address. 

Regarding claim 11 Miloslavsky as combined with Tarbotton disclose the 
limitations of base claim 1 . 

Miloslavsky as combined with Tarbotton fail to teach wherein said identification of 
a geographical location of said user identifies a country. 

Zoken discloses receiving a message comprising an email address (Figure 1 
unit 12 column 2 lines 51-54) and processing the message to detect the geographic 
locale of the sender (Figure 1 unit 17 column 3 lines 32-36). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify the combination of Miloslavsky and Tarbotton to 
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incorporate the method taught by Zoken. The motivation being an automated 
mechanism for mapping a users email address to and from the users corresponding 
postal address. 

Reaardinq claim 12 . Miloslavsky as combined with Tarbotton disclose the 
limitations of base claim 1 . 

Miloslavsky as combined with Tarbotton fail to teach wherein said characteristic 
information of said user includes identification of a geographical location of said user's 
residence. 

Zoken discloses receiving a message comprising an email address (Figure 1 
unit 12 column 2 lines 51-54) and processing the message to detect the geographic 
locale of the sender (Figure 1 unit 17 column 3 lines 32-36). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify the combination of Miloslavsky and Tarbotton to 
incorporate the method taught by Zoken. The motivation being an automated 
mechanism for mapping a users email address to and from the users corresponding 
postal address. 

Regarding claim 18 . Miloslavsky as combined with Tarbotton disclose the 
limitations of base claim 15. Miloslavsky as combined with Tarbotton further disclose 
wherein said characteristic information of said user includes information identifying at 
least one language in which said user can communicate (column 3 lines 53-64; emails 
are routed to support persons depending on its various information such as 
language ability). 
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Zoken discloses receiving a message comprising an email address (Figure 1 
unit 12 column 2 lines 51-54) and processing the message to detect the geographic 
locale of the sender (Figure 1 unit 17 column 3 lines 32-36). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify the combination of Miloslavsky and Tarbotton to 
incorporate the method taught by Zoken so wherein said characteristic associated with 
the appropriate email server includes information identifying that the appropriate email 
server is located in a geographic location in which at least one of said at least one 
language in which said user can communicate is common to said geographic location. 
The motivation being an automatic mechanism for routing emails to users depending on 
language ability and mapping the users email address to and from the users 
corresponding postal address. 

5. Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Miloslavsky (US 6,732,156) in view of Tarbotton et al: (US 6,757,830), hereinafter 
referred to as Tarbotton in view of Miyazawa et al. (US 2001/0003189), hereinafter 
referred to as Miyazawa. 

Regarding claim 17 . Miloslavsky as combined with Tarbotton disclose the 
limitations of base claim 15. Miloslavsky further discloses a storage device for storing 
an algorithm (column 4 Iines37). 
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Miloslavsky fails to teach wherein said memory comprises one or more selected 
from the group consisting of: disk drive, floppy disk, optical disk, Compact Disc (CD), 
Digital Versatile Disc (DVD), and random access memory (RAM). 

Miyazawa discloses a medium recording a program for a computer to execute 
the data transmission method for a client server system which is comprised of a server 
and a plurality of clients connected to the sever via communication lines (page 2 
paragraph 0015), where the medium includes a floppy disk, a hard disk, a magneto- 
optical disk, CD-ROM, a DVD, and a RAM memory (page 2 paragraph 0017). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to incorporate into the combination of Miloslavsky and Tarbotton 
the medium taught by Miyazawa. The motivation being a graphical user interface with 
superb operability for exchanging messages. 

Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: 

a) Nolan et al. (US2002/0091776), Email Processing 

b) Degotia (US 6,512,763), Method and Apparatus for Data Routing, 
Delivery, and Authentication in a Packet Data Network 
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Any inquiry concerning this communication or earlier communications from 



the examiner should be directed to Feben M. Haile whose telephone number is (571) 
272-3072. The examiner can normally be reached on 6:00am - 3:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ricky Ngo can be reached on (571) 272-3139. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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